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forth in § 1.491 in an international ap-
plication, sixteen months from the fil-
ing date of the prior foreign applica-
tion, or the date that a first claim to a 
claimed invention that has an effective 
filing date on or after March 16, 2013, is 
presented in the nonprovisional appli-
cation. An applicant is not required to 
provide such a statement if the appli-
cant reasonably believes on the basis of 
information already known to the indi-
viduals designated in § 1.56(c) that the 
nonprovisional application does not, 
and did not at any time, contain a 
claim to a claimed invention that has 
an effective filing date on or after 
March 16, 2013. 

(l) Inventor’s certificates. An applicant 
in a nonprovisional application may 
under certain circumstances claim pri-
ority on the basis of one or more appli-
cations for an inventor’s certificate in 
a country granting both inventor’s cer-
tificates and patents. To claim the 
right of priority on the basis of an ap-
plication for an inventor’s certificate 
in such a country under 35 U.S.C. 
119(d), the applicant, when submitting 
a claim for such right as specified in 
this section, must include an affidavit 
or declaration. The affidavit or dec-
laration must include a specific state-
ment that, upon an investigation, he or 
she is satisfied that to the best of his 
or her knowledge, the applicant, when 
filing the application for the inventor’s 
certificate, had the option to file an ap-
plication for either a patent or an in-
ventor’s certificate as to the subject 
matter of the identified claim or 
claims forming the basis for the claim 
of priority. 

(m) Time for filing priority claim and 
certified copy of foreign application in an 
international design application desig-
nating the United States. In an inter-
national design application designating 
the United States, the claim for pri-
ority may be made in accordance with 
the Hague Agreement and the Hague 
Agreement Regulations. In a nonprovi-
sional international design application, 
the priority claim, unless made in ac-
cordance with the Hague Agreement 
and the Hague Agreement Regulations, 
must be presented in an application 
data sheet (§ 1.76(b)(6)), identifying the 
foreign application for which priority 
is claimed, by specifying the applica-

tion number, country (or intellectual 
property authority), day, month, and 
year of its filing. In a nonprovisional 
international design application, the 
priority claim and certified copy must 
be furnished in accordance with the 
time period and other conditions set 
forth in paragraph (g) of this section. 

(n) Applications filed before September 
16, 2012. Notwithstanding the require-
ment in paragraphs (d)(1), (e)(1), and 
(i)(2) of this section that any priority 
claim be presented in an application 
data sheet (§ 1.76), this requirement in 
paragraphs (d)(1), (e)(1), and (i)(2) of 
this section will be satisfied by the 
presentation of such priority claim in 
the oath or declaration under § 1.63 in a 
nonprovisional application filed under 
35 U.S.C. 111(a) before September 16, 
2012, or resulting from an international 
application filed under 35 U.S.C. 363 be-
fore September 16, 2012. The provisions 
of this paragraph do not apply to any 
priority claim submitted for a petition 
under paragraph (c) of this section to 
restore the right of priority to a for-
eign application. 

(o) Priority under 35 U.S.C. 386(a) or 
(b). The right of priority under 35 
U.S.C. 386(a) or (b) with respect to an 
international design application is ap-
plicable only to nonprovisional appli-
cations, international applications, and 
international design applications filed 
on or after May 13, 2015, and patents 
issuing thereon. 

(p) Time periods in this section. The 
time periods set forth in this section 
are not extendable, but are subject to 
35 U.S.C. 21(b) (and § 1.7(a)), PCT Rule 
80.5, and Hague Agreement Rule 4(4). 

[80 FR 17956, Apr. 2, 2015] 

§ 1.56 Duty to disclose information ma-
terial to patentability. 

(a) A patent by its very nature is af-
fected with a public interest. The pub-
lic interest is best served, and the most 
effective patent examination occurs 
when, at the time an application is 
being examined, the Office is aware of 
and evaluates the teachings of all in-
formation material to patentability. 
Each individual associated with the fil-
ing and prosecution of a patent appli-
cation has a duty of candor and good 
faith in dealing with the Office, which 
includes a duty to disclose to the Office 
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all information known to that indi-
vidual to be material to patentability 
as defined in this section. The duty to 
disclose information exists with re-
spect to each pending claim until the 
claim is cancelled or withdrawn from 
consideration, or the application be-
comes abandoned. Information mate-
rial to the patentability of a claim that 
is cancelled or withdrawn from consid-
eration need not be submitted if the in-
formation is not material to the pat-
entability of any claim remaining 
under consideration in the application. 
There is no duty to submit information 
which is not material to the patent-
ability of any existing claim. The duty 
to disclose all information known to be 
material to patentability is deemed to 
be satisfied if all information known to 
be material to patentability of any 
claim issued in a patent was cited by 
the Office or submitted to the Office in 
the manner prescribed by §§ 1.97(b)–(d) 
and 1.98. However, no patent will be 
granted on an application in connec-
tion with which fraud on the Office was 
practiced or attempted or the duty of 
disclosure was violated through bad 
faith or intentional misconduct. The 
Office encourages applicants to care-
fully examine: 

(1) Prior art cited in search reports of 
a foreign patent office in a counterpart 
application, and 

(2) The closest information over 
which individuals associated with the 
filing or prosecution of a patent appli-
cation believe any pending claim 
patentably defines, to make sure that 
any material information contained 
therein is disclosed to the Office. 

(b) Under this section, information is 
material to patentability when it is 
not cumulative to information already 
of record or being made of record in the 
application, and 

(1) It establishes, by itself or in com-
bination with other information, a 
prima facie case of unpatentability of a 
claim; or 

(2) It refutes, or is inconsistent with, 
a position the applicant takes in: 

(i) Opposing an argument of 
unpatentability relied on by the Office, 
or 

(ii) Asserting an argument of patent-
ability. 

A prima facie case of unpatentability 
is established when the information 
compels a conclusion that a claim is 
unpatentable under the preponderance 
of evidence, burden-of-proof standard, 
giving each term in the claim its 
broadest reasonable construction con-
sistent with the specification, and be-
fore any consideration is given to evi-
dence which may be submitted in an 
attempt to establish a contrary conclu-
sion of patentability. 

(c) Individuals associated with the 
filing or prosecution of a patent appli-
cation within the meaning of this sec-
tion are: 

(1) Each inventor named in the appli-
cation; 

(2) Each attorney or agent who pre-
pares or prosecutes the application; 
and 

(3) Every other person who is sub-
stantively involved in the preparation 
or prosecution of the application and 
who is associated with the inventor, 
the applicant, an assignee, or anyone 
to whom there is an obligation to as-
sign the application. 

(d) Individuals other than the attor-
ney, agent or inventor may comply 
with this section by disclosing infor-
mation to the attorney, agent, or in-
ventor. 

(e) In any continuation-in-part appli-
cation, the duty under this section in-
cludes the duty to disclose to the Office 
all information known to the person to 
be material to patentability, as defined 
in paragraph (b) of this section, which 
became available between the filing 
date of the prior application and the 
national or PCT international filing 
date of the continuation-in-part appli-
cation. 

[57 FR 2034, Jan. 17, 1992, as amended at 65 
FR 54666, Sept. 8, 2000; 77 FR 48818, Aug. 14, 
2012] 

§ 1.57 Incorporation by reference. 
(a) Subject to the conditions and re-

quirements of this paragraph, a ref-
erence made in the English language in 
an application data sheet in accordance 
with § 1.76 upon the filing of an applica-
tion under 35 U.S.C. 111(a) to a pre-
viously filed application, indicating 
that the specification and any draw-
ings of the application under 35 U.S.C. 
111(a) are replaced by the reference to 
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